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DETAILED ACTION 

1. Claims 1-21 and 52-55 have been examined and are pending. 

Drawings 

New corrected drawings in compliance with 37 CFR 1 .121(d) are required in this application 
because the filed drawing pages are not up to the office standards under 37 CFR 1.121. The drawings 
are of sufficient detail for examination, however, replacement of current informal drawings with formal 
drawings at the time of allowance is required. Applicant is advised to employ the services of a competent 
patent draftsperson outside the Office, as the U.S. Patent and Trademark Office no longer prepares new 
drawings. The corrected drawings are required in reply to the Office action to avoid abandonment of the 
application. The requirement for corrected drawings will not be held in abeyance. 

Specification 

2. The specification has not been checked to the necessary extent needed to determine the 
presence of all possible minor errors (i.e. typo, miss labeling). Applicant is encouraged to review the 
specification in details and correct any errors or misspelling of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

4. Claims 1-3 and 15-21 rejected under 35 U.S.C. 112, second paragraph, as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. See MPEP § 21 72.01 . 
The omitted steps are: the claim recites u [c]ause the encrypted executable file to run..." Such running of 
encrypted file has not been provided as how an encrypted file be executed as it has been claimed in the 
claim. Examiner will consider the encrypted file first is decrypted and then executed or run. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21 (2) of such treaty in the English language. 

6. Claims 1-21 and 52-55 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
No. 7,036011 to Tom Grimes et al. or by U.S. Patent application Publication No. 2005/0149450 A1 to 
Mark J. Stefik et al. 

7. AS per claims 1 , 21 and 52, Grimes and Stefik clearly discloses a method for managing digital 
rights of software on a computer system, comprising: 

• encrypting at least a portion of an executable file to generate an encrypted executable file (See 
Grimes column 8, lines 51-55) and (See Stefik paragraphs [0017]-[0021], [0089], [0107], [0144]- 
[0145]); 

• writing the encrypted executable file to a host location on the computer system during installation 
of software including the encrypted executable file (See Grimes column 8, lines 51-55) and (See 
Stefik paragraphs [0017]-[0021], [0089], [0107], [0144]-[0145]); and 

• providing a loader for the encrypted executable file wherein the loader is operable to authenticate 
the encrypted executable file and cause the encrypted executable file to run on the computer 
system (See Grimes abstract, figures 3A and 38, column 7, line 30-column 9, line 60) ) and (See 
Stefik figures 1, 16-19, paragraphs [0016][0021], [0107], [0129], [0133], [0146]). 
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8. As per claim 221 and 52, Grimes and Stefik clearly discloses the method of claim 1 wherein the 
portion of the executable file comprises initial variables of the executable file (See Grimes abstract, 
figures 3A and 3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs 
[0017H0021], [0089], [0107], [0129], [0133], [0144]-[0146]).. 

9. As per claim 3, Grimes and Stefik clearly discloses the method of claim 1 further comprising 
executing the encrypted executable file (See Grimes abstract, figures 3A and 3B, column 7, line 30- 
column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], [0129], 
[0133], [0144]-[0146]). 

10. As per claim 4, Grimes and Stefik clearly discloses the method of claim 3 wherein executing the 
encrypted executable file comprises: authenticating the encrypted executable file; writing the encrypted 
executable file to a memory location of the computer system; decrypting the portion of the encrypted 
executable file; and running the decrypted portion of the encrypted executable file (See Grimes abstract, 
figures 3A and 3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs 
[0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

11. As per claim 5, Grimes and Stefik clearly discloses the method of claim 4 wherein authenticating 
the encrypted executable file comprises confirming that rights in a rights document are satisfied (See 
Grimes abstract, figures 3A and 3B t column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, 
paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

12. As per claim 6, Grimes and Stefik clearly discloses the method of claim 5 wherein the rights 
document is appended to the encrypted executable file (See Grimes abstract, figures 3A and 3B, column 
7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], 
[0129], [0133], [0144]-[0146]). 



Application/Control Number: 09/904,563 
Art Unit: 3621 



Page 5 



13. As per claim 7, Grimes and Stefik clearly discloses the method of claim 5 wherein confirming that 
rights in a rights document have been satisfied comprises determining whether the computer system is an 
authorized computer system on which the software is authorized to be installed (See Grimes abstract, 
figures 3A and 3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1 , 16-19, paragraphs 
[0017H0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

14. As per claim 8. The method of claim 5 wherein the rights document is an extensible markup 
language (XML) file (See Grimes abstract, figures 3A and 3B, column 7, line 30-column 9, line 60) and 
(See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146], 
[0547]). 

15. As per claim 9, Grimes and Stefik clearly discloses the method of claim 4 wherein the 
authenticating, writing and decrypting are performed by the loader (See Grimes abstract, figures 3A and 
3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1 , 16-19, paragraphs [0017]-[0021], 
[0089], [0107], [0129], [0133], [0144]-[0146]). 

16. As per claim 10, Grimes and Stefik clearly discloses the method of claim 4 wherein authenticating 
the encrypted executable file comprises determining whether the encrypted executable file may be 
executed on the computer system (See Grimes abstract, figures 3A and 3B, column 7, line 30-column 9, 
line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]- 
[0146]). 

17. As per claim 1 1 , Grimes and Stefik clearly discloses the method of claim 4 wherein authenticating 
the encrypted executable file comprises accessing a central rights database via a communication 
pathway associated with the computer system (See Grimes abstract, figures 3A and 3B, column 7, line 
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30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017H0021], [0089], [0107], [0129], 
[0133], [0144]-[0146]). 

18. As per claim 12, Grimes and Stefik clearly discloses the method of claim 1 1 further comprising 
managing the central rights database via a remotely located server (See Grimes abstract, figures 3A and 
3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], 
[0089], [0107], [0129], [0133], [0144]-[0146]). 

19. As per claim 13, Grimes and Stefik clearly discloses the method of claim 12 wherein managing 
the central rights database comprises modifying usage rights of the software (See Grimes abstract, 
figures 3A and 3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1 , 16-19, paragraphs 
[0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

20. As per claim 14, Grimes and Stefik clearly discloses the e method of claim 1 1 wherein the 
communication pathway includes an Internet connection (See Grimes abstract, figures 3A and 3B, 
column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], 
[0107], [0129], [0133], [0144]-[0146]). 

21 . As per claim 1 5, Grimes and Stefik clearly discloses the method of claim 1 further comprising 
tracking usage of the software (See Grimes abstract, figures 3A and 3B, column 7, line 30-column 9, line 
60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]- 
[0146]). 



22. As per claim 16, Grimes and Stefik clearly discloses the method of claim 1 5 wherein tracking 
usage of the software comprises gathering information about the usage of the software via a 
communication pathway associated with the computer system (See Grimes abstract, figures 3A and 3B, 
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column 7, line 30-column 9, line 60) and (See Stefik figures 1 , 16-19, paragraphs [0017]-[0021], [0089], 
[0107], [0129], [0133], [0144]-[0146]). 

23. As per claim 17, Grimes and Stefik clearly discloses the e method of claim 1 wherein the 
executable file can be executed via only the loader (See Grimes abstract, figures 3A and 3B, column 7, 
line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021] f [0089], [0107], 
[0129], [0133], [0144]-[0146]). 

24. As per claim 18, Grimes and Stefik clearly discloses the method of claim 1 wherein the loader 
comprises software code specifically written to authenticate, load, decrypt and execute the encrypted 
executable file in a manner transparent to an end-user. 

25. As per claim 19, Grimes and Stefik clearly discloses the method of claim 1 wherein the 
executable file comprises an executable binary file (See Grimes abstract, figures 3A and 3B, column 7, 
line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], 
[0129], [0133], [0144]-[0146]). 

26. As per claim 20, Grimes and Stefik clearly discloses the method of claim 1 wherein the 
executable file comprises a header portion, a code portion and a data portion, and wherein encrypting at 
least a portion of an executable file comprises encrypting at least one of the code portion and the data 
portion (See Grimes abstract, figures 3A and 3B, column 7, line 30-column 9, line 60) and (See Stefik 
figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

27. As per claim 53, Grimes and Stefik clearly discloses the method of claim 52 further comprising 
tracking a number of times a particular copy of the software is installed (See Grimes abstract, figures 3A 
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and 3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021] f 
[0089], [0107], [0129], [0133], [0144]-[0146]). 

28. As per claim 54, Grimes and Stefik clearly discloses the method of claim 52 further comprising 
logging an identity of the computer system onto which a particular copy of the software is installed or is 
attempted to be installed (See Grimes abstract, figures 3A and 3B, column 7, line 30-column 9, line 60) 
and (See Stefik figures 1, 16-19, paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

29. As per claim 55, Grimes and Stefik clearly discloses the method of claim 52 wherein the digital 
rights database includes information about installation rights of individual copies of the software (See 
Grimes abstract, figures 3A and 3B, column 7, line 30-column 9, line 60) and (See Stefik figures 1, 16-19, 
paragraphs [0017]-[0021], [0089], [0107], [0129], [0133], [0144]-[0146]). 

30. Examiner has pointed out particular references contained in the prior arts of record in the body of 
this action for the convenience of the applicant. Although the specified citations are representative of the 
teachings in the art and are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. Applicant should consider the entire prior art as applicable as to the 
limitations of the claims. It is respectfully requested from the applicant, in preparing the response, to 
consider fully the entire references as potentially teaching all or part of the claimed invention, as well as 
the context of the passage as taught by the prior arts or disclosed by the examiner. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
■ Patnet Application Publication No. US 20030163431 A1 to Karl L. Ginter et al., Systems and 
methods for secure transaction management and electronic rights protection 
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Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the examiner should be directed to Kambiz Abdi whose 
telephone number is (571) 272-6702. The Examiner can normally be reached on Monday-Friday, 
9:30am-5:00pm. If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, James Trammell can be reached at (571) 272-6712. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 

http://portal.uspto.gov/external/portal/pair 

Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-8300 [Official communications; including After Final communications labeled "Box AF"] 
(571) 273-6702 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to the Examiner in the 

Knox Building, 50 Dulany St. Alexandria, VA. 

Kambiz Abdi 

Primary Examiner 

KAMBIZ ABDI 
PRIMARY EXAMINER 

May 12, 2006 




